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Applicant's response of August 14, 2008 has been carefully considered. The 
new drawing Figure 8A has been received and is not approved. It contains new matter 
as explained below. 

The drawings are objected to because newly proposed Figure 8A contains new 
matter. The portion of the drawing where element 19 projects into element 5 by using at 
least part of the side wall of element 5 to form bypass member 17 is deemed to be new 
matter unsupported by the original disclosure. If applicant disagrees applicant must 
point out precisely where in the original specification, drawings and/or claims the 
aforementioned objected to subject matter is disclosed. 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 

every feature of the invention specified in the claims. Therefore, the subject matter of 
claims 1 5 and 1 7 (the positioning of channel 1 7 "within" the cooling water outlet 5 in 
elected Figure 8) must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. With regard to new matter, with regard to any drawing 
submitted applicant must explain how the original disclosure supports the new drawing, 
namely by explaining where in the original disclosure it is disclosed that channel 17 in 
elected Figure 8 is positioned in the water outlet 5 and how that is accomplished with 
the structure disclosed in Figure 8. While it is clear that the channel 16 in non-elected 
Figures 6 and 7 is positioned in the water outlet 5, it remains unclear that channel 17 is 
or how this is accomplished. 
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Do not introduce any new matter into tine proposed drawing correction tliat 
cannot be supported by tine original disclosure. 

Corrected drawing sheets in compliance with 37 CFR 1 .121 (d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 17 depends from cancelled claim 13 and is therefore indefinite. For 
purposes of rejection below it is assumed to depend somewhat redundantly (like claim 
15) from claim 11. 

Claims 11,15 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Moser et al (USP 3,735,81 1 ). 

See Figures 6-8. A heat exchanger is shown with a shell 2 and a plurality of 
tubes 4 (legend omitted from Figures 6-8). An inlet 5 and outlet 6 at opposite ends of 
the shell are shown. A "cover" (legend omitted from Figures 6-8) corresponding to 
applicant's claimed "guide" is shown in Figure 6 attached to each end of the tubes 4 for 
feeding another fluid into and through the tubes 4. A bypass flow path 1 1 is defined 
above the horizontal plate (above the topmost row of tubes in Figure 7) and the interior 
of the upper portion of the shell 2. The portion of the bypass flow path furthest away 
from outlet 6 is opposite the inlet 5. The claimed bypass "flow conduit" defining the 
bypass flow path 1 1 is delimited by the upper side of the horizontal plate (above the 
topmost row of tubes in Figure 7) and the interior facing side of the upper portion of the 
shell 2. Regarding claims 15 and 17, by virtue of the fact that the horizontal plate 
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(above the topmost row of tubes in Figure 7) runs the entire length of the tubes as 
shown in Figure 8, the bypass "flow path" crosses the entirety of the outlet 6 and is 
therefore deemed to be "within" the cooling water outlet. After all a "flow path" is not a 
piece of structure. 

Regarding applicant's remarks in favor of patentability, any fluid that passes from 
inlet 5 vertically up to collecting space 1 1 in Figure 6 of Moser (and some of the fluid will 
inherently do this since there is no structure to prevent that flow) must then flow 
horizontally within collecting space 1 1 (i.e. perpendicular to the flow through inlet 5) to 
exit at outlet 6. Therefore contrary to counsel's contention, Moser does disclose a piece 
of structure to guide the fluid to a direction perpendicular to the flow of the cooling water 
through the inlet. 

Claims 11 , 1 5, 1 7 and 24 are under 35 U.S.C. 1 03(a) as being unpatentable over 
the combined teachings of Moser et al (USP 3,735,81 1 ) and applicant's conceded 
PRIOR ART described on page 1, (13 lines from the bottom)-page 6, line 2 of the 
specification. 

See Figures 6-8. A heat exchanger is shown with a shell 2 and a plurality of 
tubes 4 (legend omitted from Figures 6-8). An inlet 5 and outlet 6 at opposite ends of 
the shell are shown. A "cover" (legend omitted from Figures 6-8) corresponding to 
applicant's claimed "guide" is shown in Figure 6 attached to each end of the tubes 4 for 
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feeding another fluid into and through the tubes 4. A bypass flow path 1 1 is defined 
above the horizontal plate (above the topmost row of tubes in Figure 7) and the interior 
of the upper portion of the shell 2. The portion of the bypass flow path furthest away 
from outlet 6 is opposite the inlet 5. The claimed bypass "flow conduit" defining the 
bypass flow path 1 1 is delimited by the upper side of the horizontal plate (above the 
topmost row of tubes in Figure 7) and the interior facing side of the upper portion of the 
shell 2. Regarding claims 15 and 17, by virtue of the fact that the horizontal plate 
(above the topmost row of tubes in Figure 7) runs the entire length of the tubes as 
shown in Figure 8, the bypass "flow path" crosses the entirety of the outlet 6 and is 
therefore deemed to be "within" the cooling water outlet. After all a "flow path" is not a 
piece of structure. 

To have connected the shell inlet 5 and outlet 6 of Moser to a source of cooling 
water and one of the "covers" (applicant's claimed "guide") at each end of the tubes of 
Moser to a diesel engine would have been obvious to one of ordinary skill in the art to 
advantageously improve the efficiency of the heat exchange with the exhaust gas by 
improving the distribution of the shell-side flow avoiding any stagnation areas within the 
shell as taught by Moser. Applicant's prior art explicitly teaches that it is known to use 
shell and tube heat exchangers (such as shown by Moser) to cool hot exhaust gas from 
a diesel engine using cooling water from the engine. 
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Regarding applicant's remarks in favor of patentability, any fluid that passes from 
inlet 5 vertically up to collecting space 1 1 in Figure 6 of Moser (and some of the fluid will 
inherently do this since there is no structure to prevent that flow) must then flow 
horizontally within collecting space 1 1 (i.e. perpendicular to the flow through inlet 5) to 
exit at outlet 6. Therefore contrary to counsel's contention, Moser does disclose a piece 
of structure to guide the fluid to a direction perpendicular to the flow of the cooling water 
through the inlet. 

Claims 11,15 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Momile (USP 2,322,047). 

A shell is formed by elements 11,12, and 47. Tubes are shown in areas 18, 19 
and 20. An inlet capable of admitting cooling water Is shown at 28. An outlet capable of 
discharging cooling water is shown at 13. A guide is shown at 41 or 40 in Figure 5. The 
bypass path formed by pipe 22, 50, 57 and 71 . The flow of fluid in pipe 22 is 
perpendicular to the flow of fluid through inlet 28. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John K. Ford whose telephone number is 571-272-491 1 . 
The examiner can normally be reached on Mon.-Fri. 9-5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cheryl Tyler can be reached on 571-272-4834. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/John K. Ford/ 

Primary Examiner, Art Unit 3744 



